HE QUA PHAP LY CUA HET QUYEN POI VOI NHAN HIEU TRONG
HE THONG PHAP LUAT CUA LIEN MINH CHAU AU

Khéc véi Hoa Ky, diéu kién va hé qua hét quyén déi véi nhan hiéu dugc dé
cap trong van ban phap luat Lién minh chau Au va dugc Toa an Lién minh chéu
Au l1am sang t6. Trong tam cia quy dinh phap luat Lién minh chau Au vé diéu
kién dan dén hét quyén dbi v4i nhan hiéu va hé qua caa hét quyén déi voi nhan
hiéu 1a Diéu 7 Chi thi 2008/95/EC va Diéu 13 Quy dinh (EC) 207/2009. Hai
diéu luat nay déu quy dinh Chu so hifu hhan hiéu khong duoc cAm ngudi khac
st dung nhan hiéu trong méi quan hé vai hang hda ma chinh cha sé hitu nhan
hiéu hoic nguoi dugc sy dong Y cua chise hitu nhan hiéu dua ra thi truong
Cong dong. Bong thoi, ciing quy dinh khéng dp dung quy dinh cua doan 1 khi
t6n tai nhitng 1y do chinh dang cho phép chii so hitu nhan hiéu phan doi tiép tuc
kinh doanh hang hoa, dic biét khi tinh trang.caa hang hda bi thay dbi hoac bj hur
hong sau khi dugc dua ra thi truong.

Nhu vay, hét quyén d6i véi nhan hiéu trong phamvi khu vuc xay ra va cha
s& hitu nhan hiéu khong con quyén ngan cam st dung nhén hiéu trong mdi quan
hé véi hang hoa, hoac phan doi tiép tuc kinh doanh hang hoa-khi nhiing hang
hoa nay da dugce dua ra thi treong khu vuc béi chinh cha sé hiru nhan hiéu hoac
Vvéi sy déng y cua cha so hitu nhan hiéu. Tuy nhién; hét quyén khong xay ra khi
cha so hitu chitng minh “Iy do chinh dang....phan d6i tiép tuc kinh doanh hang
hoa”.

1. Picu kién din dén hét quyén doi véi nhin hiéu

Hang hda mang.nhan.hi€wdugc.bao ho da dugc dua ra thi truong khu vuc
va viéc duoc thyc hién boirchirsa-hitu nhan-hiéu-hoae dugc su dong y: cua chu
s& hitu nhan hiéudashaidiéukién.thoa man quy.dinhshétiguyénsdodi-vol nhan hiéu
trong hé thong phap luat cua 1ién'minh Chau Au.

Thir nhat, hang hoa da dugc dua ra thi truong khu vue. Theo Piéu 7 Chi thi
2008/95/EC (cling nhu Piéu 13 Quy dinh 207/2009), diéu kién tién quyét dan
dén hét quyén ddi véi nhan hiéu 1a hang héa mang nhan hiéu dugc hao ho da
“dugc dua ra thi truong Cong dong”. Quy dinh suc tich nay dwgc giai thich
théng qua mot s6 phan quyét cua Toda an Lién minh chau Au. Trong cac phan
quyét cua Toa an Lién minh chau Au, mot s tir khac nhau duoc st dung dé
nhan manh diéu kién san pham di duoc dua ra thi truong. D6 1a: “ban lan dau



tién”, “ban”, “dua ra thi truong”, “dat vao thi truong”, “dua vao luu thong”,
“chuyén giao cho ngudi khac”. Toa an Lién minh chau Au da xem xét diéu kién
hang héa mang nhan hiéu duoc bao ho “dugc dua, ra thi truong” trong vu Peak
Holding'. Trudc hét, Toa an Lién minh chau Au khang dinh day 1a “diéu kién
quyét dinh” dandén hét quyén ddi véi nhan hiéu. Theo phan quyét caa Toa an,
“sir nhan manh “dugc dua ra thi truong” Khu vuc kinh té chau Au trong Diéu
7(1) Chi thi [89/104/EEC] la yéu t6 quyét dinh cham dut doc quyén cua chu s
hitu nhén higu™”
dua ra thi trudong. Vé van dé'nay, phap luat chaw Au dudong nhu hoan thién hon
phap luat Hoa Ky. Toa an Lién minh chau Au phan quyét “Chua s hitu nhan
hiéu khong con doc quyén dugc trao bai [Chi thi 89/104/EEC], cu thé 1a quyén
cam bén tha ba ban lai hang hoa khi_chi 8¢ hitu nhan hiéu thu dugc gia tri kinh

té ciia nhén hiéu tir viéc ban hang hoa™,

. Hon ntra, Toa an xa¢ dinh thoi diém hang hoa dugc coi nhu

Theo Toa &n Lién minh chau Au, hanh vi ban thuc su hang héa trong Khu
vuc kinh té chau Au méi dan dén hét quyén. Khi chu so hitu nhdn hiéu nhap
khau san pham dé ban lai hodc chao hang trong Khu vue kinh té chau Au khong
phai cha s& hitu dwa san pham ra thi truong theo nghia ctia Piéu 7 myc 1 Chi thi
89/104/EEC (hién nay la Chi thi 2008/95/EC). Ly do la, chu s& hitu nhén hiéu
khong nhan duoc bat ky loi ich ndo tir hoat dong nhap khau hang hoa don thuan
vao Khu vyc kinh té chau Au va khéng thuc su ban hang hoa d6. Hanh vi chao
hang khong cho phép bén thar ba quyén dinh doat san pham mang nhan hiéu va
cling khéng cho phép chu so hitu nhan hiéu thu duoc gia tri kinh té tir nhan hiéu.
Tham chi, khi chao_hang, chii so_httu_nhan hiéu dat duoc loi ich tir viéc kiém
soat tuyét'ddilnhan hiéu nham.-duy-tri‘chit luong hang héa*. Do do, hét quyén doi
véi nhanshiéu chi xay-rakhi hang héa-mangnhén hiéu duge bao ho dugeban thuc
su véi su.dongayrctachirsarhiiunhan hieu trongskhuvae KinhitéchauAu.

Khi chii s& hitu nhan hiéu ban hang hoa truc tiép dén nguoi tiéu ding hoac
dén cac nha phan phdi thi dugc coi 1a dua hang hoa ra thi trudng. Tuy nhién, van

ICase C-16/03, Peak Holding AB V. Axolin-Elinor AB, formerly Handelskompaniet Factory Outlet i Loddekdpinge AB,
[2004] ECR 1-11313

2Sdd. Trong vy viéc nay da trich vuC-244/00, Van Den + Q [2003] ECR 1-3051, doan 34, doan 40.

3Sdd, doan 40.
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chuyén hang héa gitta cac nude thanh vién khong duoc coi 1a dua hang hoa ra
thi trueong khu vuc®.

Quy dinh “thi truong Cong ddng” trong Diéu 7 Chi thi 89/104/EEC (Chi thi
2008/95/EC) dugc Toa &n Lién minh chau Au giai thich trong mot sé vu viéc,
dic biét 1a ba vu Silhouette, Sebago, Zino Davidoff®. Theo do, “thi trudng Cong
ddng” 1a thi truong Khu vuc kinh té chau Au. Cu thé hon, d6 1a thi truong coa
tat ca cac nudc thanh vién Cong ddng chau Au va thi trudng cua ba nudc
Aixolen, Lichtentai, Na Uy’. Noi cdchikhac, néu hang héa dugc dua ra thi
truong ngodi Khu vuc kinh t€ chau Au thi thiyét hét quyén khong cé hiéu luc
phap ly.

Van dé dat ra viéc ap dung thuyét hét quyén khi hang héa dugc dua ra thi
truong lan dau tién khdng phai 1a thi'treong caa Khu vuc kinh té chau Au nhung
cha sé hitu nhan hiéu doéng y tiép tuc dua'san pham vao thi truong Khu vuc
Kinh té chau Au. Van dé nay duoc giai quyét trong vu Zino-Davidoff®. Theo do,
cau tra 1oi 1a “c6” nhung voi diéu kién nha nhap khau song song phai ching
minh rang chi so hitu nhan hiéu dong ¥ dé hang hoa duge dua ra thi truong Khu
vuc kinh té chau Au khi ma trudc d6 hang hoa da duoe dua ra thi truong ngoai
Khu vuc kinh té chau Au.

Bén canh do, hanh vi dua san pham ra thifrudng duoc thuc hién bai chinh
cha so hitu nhan hiéu hoac véi sy dong.y caa chi o hitu nhan hiéu. Tur “dong
y” dugc nhan manh trong Diéu 7(1) Chi thi 2Q08/95/EC (ciing nhu Piéu 13 muyc
1 Quy dinh 207/2009).

Toa @n Liémyminh thau Au_giainghia “dong y” thong qua mot so phan
quyét. Trong vu Sebago; Toa-an chi ra rang-“déngy-phai-gan lién véi tiing san
pham cu thé

Dbong y c6 thé duoc nhan manh hede ngu yv. Ngu y vé su dong y duoC Toa
an Lién minh chau Au hiéu trong vu Zino Davidoff. Theo d6, khong thé coi chu
s& hitu nhan hiéu dong ¥ dua hang hoa ra thi truong trong nhing trudng hop
sau: chii s¢ hiru nhan hiéu im lang; khdng cé théng tin canh bao gan véi hang

®Case C-23/99 Commission V. France [2000] ECR 1-7653; Case C- 115/02 Administration des douanes et droits indirects V.
Rioglass [2003] ECR 1-12705; Case C-281/05 Montex Holdings V. Diesel, [2006], ECR 1-10881

8Case 355/96, Silhouette International Schmied V. Hartlauer Handelsgesellschaft, [1998] ECR 1-4799; Case ¢ 173/98,
Sebago Inc. & Ancienne Maison Dubois et Fils SA V. GB-Unic [1999] ECR 1-4103; Joined cases C-414/99 to 416/99 Zino
Davidoff V. A&G Imports [2001] ECR1-8691.

"Xem: EU-OPLYSNINGEN, What are EFTA and EEA? <http://www.euoplysningen.dk/euo_en/spsv/all/96/>

8Joined cases C-414/99 to 416/99, Zino Davidoff V. A&G Importi [2001] ECR1-8691.
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hoa, cdm ban hang hoa trong Khu vuc kinh té chau Au; cha so hitu nhan hiéu
khong dua bat ky diéu khoan gidi han ndo cho viéc ban lai hang hoa trong Khu
vuc kinh té chau Au.

Piéu kién dong ¥ ciing duoc 1am rd trong vu ldeal Standard®. Trong vu viéc
nay, Toa an Lién minh chau Au cho rang, hét quyén xay ra khi chii s& hitu nhan
hiéu & nudc nhap khau, déng thoi 1a chu sé hitu nhdn hiéu ¢ nude xuat khau
hoac khi ho 1a nhitng chua thé khac nhau nhung c6 mdi quan hé kinh té vai nhau.
Nhiing tinh huéng sau day dugc coilanddng y: san pham dugc dua vao luu
théng boi cing chu thé kinh'doanh, béi bén dugc. chuyén quyén st dung nhan
hiéu, bai cong ty me, bai cong ty con, hoac bai nha phan phéi doc quyén'®. Tuy
nhién, hét quyén khong xay ra khi hang héa dugc dua ra thi truong boi nguoi
dugc chuyén giao quyén st dung déistugng so hitu cong nghiép nhung nguoi
nay sir dung dbi twong s hitu cong nghiép vaurot qua pham vi da thoa thuan.

Co6 thé nhan ra rang, su ddng y cua chu séshiru nhan hidu d6i véi ban san
pham lan dau tién 13 diéu kién khong thé thiéu dan dén hét quyén dbi véi nhan
hiéu. Pay 1a diéu kién dugc phap luat Lién minh chau Au quy dinh va giai thich
rat rd rang. Vay nghia vu ching minh diéu kién dong ¥ thuoc vé ai? Theo Toa
4n Lién minh chau Au trong vu Zino Davidoff'?, nha nhap khau song song c6
nghia vu ching minh rang chua so hitu nhan hiéuwda dong y ban san pham trén
thi truong Khu vuc kinh té chau Au, trongkhi hang hoa lai duoc ban lan dau
tién & ngoai thi truong nay. Trong vu Van Doren + Q v. Lifestyle sports +
sportvuear', Toa an di 1am rd hon nghia vy chiing minh. Cu thé, néu bén vi
pham “chémg-minhyduoc-rangsthi~trwong sé bi chia cat néu bén nay thuc hién
nghia vu ching Mini chinh chit s6"hat nhan hiéu hoac ¢4 nhan, td chic duoc su
ddng y cua cha sé hiru dua san pham ra thi truong Khu vue kinh té chau Au, 1dc
nay chu sé hiru nhdn hiéu phai ching minh rang chinh cha s hitu nhan hi¢u
hodc nguoi duoc chi s hitu nhan hiéu'dong ¥ da 1an dau tién dua san pham ra
thi truong 1 thi truong ngoai khu vyc kinh té chau Au”. Sau d6, nghia vu ching
minh lai thudc vé nha nhap khau song song theo “nguyén tic Davidoff”. Nha

®Case C-9/93, IHT Internationale Heiztechnik GMBH and Another V. Ideal-Standard GMBH and Another, ECJ [1994] 3
CMLR857, 22 Jun. 1994, doan 34

Ocase C-9/93, IHT Internationale Heiztechnik GMBH and Another V. Ideal-Standard GMBH and Another, ECJ [1994] 3
CMLR857, 22 Jun. 1994, doan 34

Ycase C-59/08, Copad SA V. Christian Dior couture SA, Vincent Gladel, Société industrielle lingerie (SIL), decided 23 Apr.
20009.

2J0ined cases C-414/99 to 416/99, Zino Davidoff V. A&G Imports [2001] ECR1-8691.

13 em: Case C-244/00 Van Doren + Qy. Lifestyle sports + sportwear [2003] ECR1-3051.
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nhap khau song song phai “chtrng minh rang chi sé hitu. nhan hiéu da dong y
dua san pham ra thi trudng Khu vuc kinh té chau Au”*. Nha nhap khau song
song c6 nghia vu chimg minh cac diéu kién cho phép tién hanh hoat dong nhap
khau song song"™>.

Tuong ty phap luat Hoa Ky, phéap luat Lién minh chau Au thira nhan mot
sb ngoai 1 cho nguyén tic hét quyén d6i véi nhadn hiéu. Ngay ca trong truong
hop hai diéu kién trén day thoa man, cha s& hitu nhan hiéu ludn tim “nhiing ly
do chinh dang” dé duy tri quyén so hitu tristué trén co sé Biéu 7 muc 2 Chi thi
2008/95/EC va Didu 13 mue 2 Quy dinh (EC) 207/2009 (truée diy 13 Chi thi
89/104/EEC va Quy dinh (EC) s6 40/94). Cha s¢ hitu thuong vién dan rang
“tinh trang cta hang héa bi thay doi hode hu hong sau khi duoc dua ra thi
truong”, vi du, trong treong hop dong goi lai. Chu s hitu nhan hiéu sir dung
nhiéu can ¢ v4i muc dich lam vo hiéu héa,thuyét hét quyén va ngan chin san
pham nhap khau song song. Vi du: san pham €6 khiém khuyét, su can thiép gia
ctia Chinh phu, thiét hai danh tiéng cua cha sé hitu nhan hiéu, su khac biét giira
san pham nhap khau va san pham trén thi trudng ndi dia'®. Phép luat nhan hiéu
Hoa Ky chap nhan mot sé ngoai & ddi véi nguyén tac hét quyén d6i véi nhan
hiéu nham bao dam chiic nang chi dan nguon goc va chiic ning phan biét cua
nhan hiéu. Biéu nay khong rd rang trong phép luat caa Lién minh chau Au.

2. Hé qua phap 1y ciia hét quyén ddivoi nhan hié¢u

Theo Piéu 7 Chi thi 2008/95/EC va Piéu 13 Quy dinh (EC) 207/2009
(trudc day 1a Chi thi 89/104/EEC va Quy dinh (EC) sé 40/94), hé qua phép Iy
cua hét quyen d6iviinhdnihied 12 et so hitu nhan hiéu khdng con quyén “cam
ngudi khac str dung nhan hiéu trong méi quan hé véi hang héa™; hoac “phan ddi
tiép tuc kinh doanh hang hoa”. Toa an Lién minh chau Au giai thich rang: quy
dinh tai Biéu 7 Chi thi 89/104/EEG (nay la Chi thi 2008/95/EC) nham hai hoa
giira nhirng loi ich cua bao hd nhan hiéu va nhitng loi ich cua ty do luu chuyén
hang hda trong pham vi Cong dong bang cach cho phép tiép tuc kinh doanh san

Stothers, Christopher, Parallel Trade in Europe: Intellectual property, Competition and Regulatory Law, Hart Publishing,
2007, tr. 69.

150@56 C-348/04, Boehringer Ingelheim KG V. Swingward Ltd. [2007] ECR 1-3391.
18\/& nhitng ly do nay, xem: Stothers, Christopher, Parallel Trade in Europe: Intellectual property, Competition and
Regulatory Law, Hart Publishing, 2007, tr. 113-126.



pham mang nhan hiéu va khéng cho phép chii s hitu nhdn hiéu ngan chan hoat
dong nay*’.

Hé qua thir nhat duoc 1am rd trong cac phan quyét caa Toa an Lién minh
chau Au. Theo d6, chu so hitu nhan hiéu mét quyén ngin chin ngudi mua hang
hoa “ty do béan lai hang hoa [...] va tu do sir dung nhan hiéu nham gitip nguoi
tiéu dung 1am quen véi hang héa ciing nhu nhan hiéu nay khi tiép tuc kinh
doanh hang héa™*®. Bai vi hét quyén ddi véi nhan hiéu, chi s& hiru nhan hiéu
khéng thé dya vao quyén ciia minh “dé ngan chin nha nhap khau ban san pham
da dua ra thi trudng mot nude thanh vién khac bei chinh chu sé hitu nhan hiéu
hodc véi sy dong y cua cha sé hitu nhan hiéu™*?
khong thé ngan cam bén tha ba st dung nhén hiéu trong quang céo khi bén thir
ba ban hang héa mang nhan hiéu dwoe bao ho hoic tién hanh cac dich vu lién
quan dén hang héa mang nhan hiéu duec bao ho™®. Thém vao do, chu s& hiru
nhan hiéu cé thé mat quyén can thiép vao hoat dong dong goi-lai hang hda mang
nhan hiéu dugc bao ho*. Trong vu viécpariums Christian ‘Dior V. Evora®, Toa
an Lién minh chau Au d3 B yéu cau lam r6 van dé: nguoiban lai co thé su dung
nhan hiéu gan véi hang héa cho muc dich quang céo hay khong. Theo Toa én,
khi hang héa dugc dua ra thi truong khu vuc boi chinh cha s6 hiru nhan hiéu
hoac véi sy dong y cua cha sé hitu nhan hiéu, “ngudi ban lai, bén canh tu do
ban lai hang héa con dugc tu do sir dung nhan hiéu nham giup nguoi tiéu ding
lam quen vdi hang héa ciing nhu nhan hiéu nay khi tiép tuc kinh doanh hang
hoa”*. Quyén sir dung nhén hiéu trong quang céo hang hoa cua nguoi mua sau
khi hét quyén dbi voi nhan higu xay ra duoc khang dinh va lam rd trong vu viéc
Bayerische MotereniverkeAG' (BMW) and BMW Nederland BV V. Ronald
Karel Deenik*. Trong-vu Viéc ndy; mot ngudi sira chira6t6.-st:.dung-nhan hiéu
BMW _nhamgthéngibae chorkhach.hang ngudisnayrchuyén sirarchiia,va ban xe
BMW da qua st dung (mac du day khong phal mot dai ly xe BMW). Toa an

. Hon nita, chu s6 hitu nhan hiéu

17 Case C-337/95, Parfums Christian Dior V. Evor, [1997] ECR,cac doan 37-38; Case C-63/97, Bayerische Motoreniverke
AG (BMW) and BMW Nederland BV V. Ronald Karel Deenik, doan 57.

18 parfums Christian Dior V. Evor, [1997] ECR, doan 38; Case C-63/97, Bayerische Motoreniuerke AG (BMW) and BMW
Nederland BV V. Ronald Karel Deenik, [1999] ECR 1-905, doan 48.

19 Joined cases C-427/93, 429/93, and 436/93, Bristol-Myers Squibb and Others V. Paranova A/S, [1996] ECR 1-3475, doan
37.

2 Case C-63/97, Bayerische Motorenwerke AG (BMW) and Nederland BV V. Ronald Karel Deenik, [1999] ECR 1-905,
doan 64; Parfums Christian Dior V. Evor, [1997] ECR

Zjoined cases C-427/93, 429/93, and 436/93, Bristol-Myers Squibb and Others V. Paranova A/§»U9?6]ECR 1-3475

227 . Parfums Christian Dior V. Evor, [1997] ECR, doan 38.

2+ 9.Case C'63/97, Bayerische Motorenwerke AG (BMW) and BMW, Nederiand BV § Ronald Karel Deenik, [1999] ECR
1>905, doan 64.



Lién minh chau Au tach biét quang cdo trong hai trudng hop: loai tha nhat 1a
ban xe BMW da qua str dung va loai thir hai la stra chita va bao dudng xe BMW.
Toa an két luan nhu sau: st dung nhan hiéu dé quang cao trong ca hai truong
hop déu dugc cong nhan, “trir khi nhdn hiéu dugc st dung theo céch tao an
tuong rang ¢6 mdi quan hé thuong mai gitra c4c chu thé khac véi chu s hitu
nhan hiéu, cu thé I1a hoat dong kinh doanh cua ngudi ban lai gan véi mang ludi
phan phdi cua cha s& hitu nhan hiéu hodc c6 méi quan hé dic biét giira nguoi
ban lai va chu so hitu nhan hiéu”®. \an.dé dong goi lai thudic mang nhan hiéu
dugc bao ho sé dugc xem Xét.

Nhu vay, cho dén nay, Toa 4n Lién minh chau Au da giai thich quy dinh s
dung nhan hiéu trong mbi quan hé vo&i hang héa trong Piéu 7 Chi thi
2008/95/EC va Biéu 13 Quy dinh (E€)207/2009 trong mot s6' vu viéc. Tuy vay,
hau hét cac vu viéc nay chi lién quan dén “siz dung nhan hiéu trong méi quan hé
vé6i hang héa” trong truong hop quang cdo va déng goi lai hang hoa®®.

Hé qua tht hai, tuy nhién, khong dugc xem xét day du trong cac phan
quyét cia Toa an Lién minh chau Au. Toa an Lién minh chau Au giai thich hé
qua thi hai 1a chi sé hitu nhan hiéu khong con quyén ngan chin.nguoi mua “ty

do ban lai hang hda™*’.

%y hét quyén ddi vai nhan hiéu trong trudng hop sira chira va déng goi lai hang héa, xem: Aplin, Tanya, and Davis,
Jennifer, Intellectual Property Law: Text, Cases, and Materials, Oxford University Press, 2009, tr. 623-337; Keeling, David
T., IPRs in EU Lawy Vol. | - Free Movement and Competition Law, Oxford University Press, 2003, tr. 194-213.

2 parfums Christian Dior V. Evor, [1997] ECR, doan 38; Case C-63/97, Bayerische Motoreniverke AG (BMW) and BMW
Nederland BV V. Ronald Karél Deenik, [1999] ECR 1 905, doan 48.
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